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Introduction 

The decision of the United States Supreme Court in Warner-Jenkinson, Inc. v. Hilton 
Davis Chemical Co.' has received a lot of attention in the United States because of the 
two issues that were addressed. First, the United States Supreme Court ruled on the 
existence and scope of the Doctrine of Equivalence under United States patent law 
(hereinafter also referred to as: the Doctrine). The Doctrine of Equivalence allows for a 
scope of protection of a patent, which is not limited to what is covered by the language 
of the claims, but which also includes what is equivalent thereto. The second issue 
concerned the application of the Doctrine of Equivalence: is it a matter for the judge or 
the jury? 

This second issue is of paramount importance for patent litigation practice in the 
United States. However, this issue is of no relevance for the European situation, where 
patent cases are not tried before juries. Nevertheless, one cannot ignore that the matter 
was on the table in Hilton Davis, since it also played a role in the reasoning and opinions 
of the Supreme Court and the Federal Circuit Court of Appeals with regard to the 
Doctrine of Equivalence. 

The first issue, dealing with the existence and scope of the Doctrine of Equivalence 
are certainly of relevance for the European context. Article 69 of the European Patent 
Convention (EPC) and the Protocol on the Interpretation thereof, require courts in the 
various European jurisdictions to apply a Doctrine of Equivalence, albeit within 
r e a s ~ n . ~  In determining the scope of that Doctrine, the national European courts should 

* Dr Dick C. J. A. van Engelen is admitted to the bar at Amsterdam, the Netherlands, and practices 
Dutch and European law as a licensed legal consultant in New York. 
' 117 S.Ct. 1040 (1997); 1997 U.S. Lexis 1476, *4; 65 U.S.L.W. 4162. U.S. case law can also be found on 

various web-sites, such as, for instance, the site of the National Law Journal (http://www.lix.com) or 
Findlaw (http:/ / www.findlaw.com). 

E.P.C., Art. 69; "Extent of protection: (1) The extent of the protection conferred by a European 
patent or a European Patent application shall be determined by the terms of claims. Nevertheless, the 
description and drawings shall be used to interpret the claims." the Protocol on the Interpretation of 
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not so much apply their old, national doctrines, but should develop new and harmo- 
nised European criteria, instead. However, there is no possibility to appeal from any 
national decision to a European court with appellate jurisdiction. In addition, we see 
that national courts still render judgments, which are very much in line with their 
established national traditions, even if they are fully aware of decisions by other 
European courts in corresponding litigation. A telling example in this regard, are the 
different decisions by a number of national courts in the Epilady litigati~n.~ 

In such a set of circumstances, there seems little harm in looking at United States 
patent law for inspiration. Since 1982, the United States has a specialised appeals court 
with exclusive appellate jurisdiction in all patent matters: the Court of Appeals for the 
Federal Circuit. The decisions of that court are subject to (possible) review by the 
United States Supreme Court. Given the American legal tradition, this is a warranty for 
well-reasoned and detailed opinions (be it majority, dissenting or concurring opinions). 
In the United States, the Doctrine of Equivalence goes back to the early nineteenth 
century. The United States is a jurisdiction with a common law tradition as is also the 
case in the United Kingdom. If one then bears in mind that the struggle under the 
European Patent Convention to find the right balance for a doctrine of equivalence is 
due, among others, to the circumstance that such a doctrine of equivalence was in 
essence non-existent in the United Kingdom: it certainly seems justified to take a closer 
look at Hilton Davis. 

Judge or jury? 

As already mentioned, this issue is not of much relevance for the European situation. 
Nevertheless, one cannot ignore this matter for a proper evaluation of the opinions of 
the United States Supreme Court and the Federal Circuit. The experience in the United 
States is that a jury may conclude more easily that there is infringement of a patent or 
even that a jury is more likely to find against a foreign defendanL5 Therefore, many a 
plaintiff prefers a jury trial, also because it increases the likelihood of (more) substantial 

E.P.C., Art. 69 provides: "Article 69 should not be interpreted in the sense that the extent of the 
protection conferred by a European patent is to be understood as that defined by the strict, literal 
meaning of the wording used in the claims, the description and drawings being employed only for the 
purpose of resolving an ambiguity found in the claims. Neither should it be interpreted in the sense 
that the claims serve only as guideline and that the actual protection conferred may extend to what, 
from a consideration of the description and drawing by a person skilled in the art, the patentee has 
contemplated. On the contrary, it is to be interpreted as defining a position between these extremes, 
which combines a fair protection for the patentee with a reasonable degree of certainty for third 
parties." 

See: (Patents Court) Epilady U.K. [I9901 F.S.R. 181; (1990) 21 I.I.C. 561, CA; Epilady U.K. 11 (1990) 21 
I.I.C. 860; Epilady V (1992) 23 I.I.C. 391; Oberlandesgericht Wien; Improver v.  Remington (1993) 24 I.I.C. 838; 
[I9931 GRUR Int. 242; Improver v.  Beska et al. (1993) 24 I.I.C. 832 (Court of Appeals, The Hague). 

See: W. R. Comish, Intellectual Property: Patents, Copyright, Trade Mark and Allied Right (Sweet & 
Maxwell, London, 1989), p. 159 and W. R. Comish, "Scope and 1nterpretation.of Patent Claims under 
Article 69 of the EPC", Fordham University School of Law, Fifth Annual Conference on International 
Intellectual Law & Policy, April 3-4, 1997; John Beton, "Are International Standards for Patent Claim 
Interpretation Possible?" [I9941 E.I.P.R. 276. 

See: Jack L. Lahr, "Bias and Prejudice Against Foreign Corporations in Patent and Other Technol- 
ogy Jury Trials" (1992) 2 Fed. Cir. B.J. 405; Colm P. MacKeman and Richard H. Stem, "A Major Change 
in the Doctrine of Equivalence or a Damp Squib? Warner-Jenkinson v.  Hilton Davis" [I9971 E.I.P.R. 
375. 
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damages being awarded. In recent years, verdicts of millions of dollars in patent 
matters were primarily issued by juries. In addition, a jury verdict can hardly be 
reversed on appeal, if there was at least a shred of evidence that justified the findingof 
the jury. The Federal Circuit Court of Appeals can only review the instruction of the 
jury by the trial court with regard to the legal criteria to be applied. However, the actual 
application by the jury of the legal criteria to the evidence remains a "black box", which 
cannot be tested on appeal. All these circumstances have led to an increase of jury trials 
in patent matters in the United  state^.^ 

It is against this background that in 1996 the United States Supreme Court confirmed 
the ruling of the Federal Circuit Court of Appeals in Markman v. Westview, and did find 
that the interpretation of a patent claim is a "matter of law", which is to be decided by 
the judge instead of the jury.7 The Supreme Court argued that this safeguards a uniform 
interpretation of patent claims under the supervision of the Federal Circuit. 

Within one year after this unanimous opinion, the Supreme Court had to address the 
question whether finding patent infringement under the Doctrine of Equivalence was 
a matter for the judge or for the jury. The Federal Circuit had found this to be a jury 
matter, but that court was strongly divided. After a hearing before a regular panel of 
three judges, the Federal Circuit decided to hear the case by the full court--en 
banc-because of the importance of the issues at hand. A majority of the twelve judges 
found that applying the Doctrine of Equivalence was a factual matter, which is to be 
decided by a jury. This majority opinion was under severe criticism by five of the 
judges, who filed three dissenting opin i~ns .~  

Because of the major procedural implications of this matter, the United States patent 
community eagerly awaited the decision of the Supreme Court. Although the parties to 
the litigation hardly addressed this matter in their briefs, a large number of third 
parties filed 'amicus briefs' with the Supreme Court, which briefs primarily dealt with 
the jury-issue.9 Needless to say, that it was a major disappointment when the Supreme 

See: Daniel W. McDonald and Steven J. Pollinger, "The U.S. Supreme Court refused to strike down 
the doctrine of equivalents in 'Hilton Davis', but it still left many questions about the doctrine 
unresolved, The National Law Journal, April 7 ,  1997, 84; Victoria Slind-For, The National Law Journal, 
November 25,1996, B01: "The patent litigation strategy of Nintendo of America, Inc. has paid off big- 
time [sic] for the Redmond, Wash.-based video game manufacturer. On November 6, the Court of 
Appeals for the Federal Circuit reversed a $253 million jury verdict against the company. Alpex v. 
Nintendo, 95-1191, -1129." 
' Markman v. Westvim, 116 S.Ct. 1384 (1996). 

62 F.3d 1512 (Fed. Cir. 1995 (en banc): Before Archer, Chief Judge, Rich, Cirquit Judge, Cowen, Senior 
Circuit Judge, Nies, Newman, Mayer, Michel, Plager, Lourie, Olevenger, Rader, and Schall, Circuit 
Judges. Opinion of the court filed Per Curiam. Concurring opinion filed by Circuit Judge Newman. 
Dissenting opinion filed by Circuit Judge Plager, in which Chief Judge Archer and Circuit Judges Rich 
and Lourie join. Dissenting opinion filed by Circuit Judge Lourie, in which Circuit Judges Rich and 
Plager join. Dissenting opinion filed by Circuit Judge Nies, in which Chief Judge Archer joins in 
part. 

Hilton Davis' position was supported by the Ohio State Bar Association, the Licensing Executives 
Society, the Chemical Manufacturers Association, the Biotechnology Industry Association, Litton 
Systems Inc., and Chiron Corp. Warner-Jenkinsons was supported by the American Intellectual 
Property Law Association, the Information Technology Industry Council, the Intellectual Property 
Owners and the American Automobile Manufacturers Association, as well as a large number of "high- 
tech companies", among which were Sun Microsysterns, Chevron Corp., Gateway Technologies and 3 
Com. Corp. 
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Court found that it did not have to decide this issue in this particular case and kindly 
declined the invitation.1° 

Hilton Davis: the existence of the doctrine of equivalence 

One of the reasons for the Federal Circuit to hear the case en banc probably was that this 
court had lacked consistency in dealing with the Doctrine of Equivalence by various 
panels of its judges. 

It is noteworthy that all twelve judges of the Federal Circuit expressly subscribed to 
the existence of the Doctrine of Equivalence, without any reservations. It is, however, 
with regard to the scope of the Doctrine and the criteria for its application that the court 
was divided. This resulted in a majority opinion, which was signed by six judges; one 
concurring opinion signed by one judge and three dissenting opinions to which five 
judges subscribed. In this context one should also bear in mind that it was primarily the 
judgejury issue that played a substantial role in these dissenting opinions. For 
instance, Judge Plager took the position in his dissenting opinion that the Doctrine of 
Equivalence is an "equitable doctrine" within the common law, so that as a con- 
sequence it belongs to the domain of a judge and not that of a jury. 

The fact that the Federal Circuit was so strongly divided certainly contributed to the 
decision of the United States Supreme Court to grant certiorari. That court also 
unanimously supported the existence of the Doctrine of Equivalence. Justice Thomas 
wrote on behalf of the Supreme Court: "Petitioner [ . . . I invites us to speak the death 
of that doctrine. We decline that invitation." The Supreme Court issued a unanimous 
opinion-with one concurring opinion by Justice Ginsburg, joined by Justice Kennedy, 
dealing with a minor issue-which provided further guidance as to the application of 
the Doctrine. With regard to the actual test to be applied-the "linguistic frame- 
work"-the Supreme Court passed the ball back to the Federal Circuit. Nevertheless, 
the decision of the Supreme Court contains interesting opinions as to the scope and the 
foundations of the Doctrine, in particular against the background of the opinions as 
filed by the Federal Circuit. 

It does seem remarkable that both the Federal Circuit and the United States Supreme 
Court are unanimous in their support of the Doctrine of Equivalence. In spite of the 
debate about the scope of the Doctrine, none of the 21 judges in the Supreme Court and 
the Federal Circuit, who ruled on the matter, disputed the rightful existence of the 
Doctrine. 

This unanimity of both panels underscores the long tradition of the Doctrine of 
Equivalence in the United States. As the Federal Circuit indicated in its majority 
opinion, the Doctrine can be traced back to precedents dating from the beginning of the 
last century, when two Circuit Court panels, in which two prominent Supreme Court 
Justices participated (as "circuit judges" in a federal Circuit Court of Appeals) acknowl- 

'O Supreme Court: "The various opinions below, respondents, and amici devote considerable atten- 
tion to whether application of the doctrine of equivalents is a task for the judge or for the jury. . . . 
Because resolution of whether, or how much of, the application of the doctrine of equivalents can be 
resolved by the court is not necessary for us to answer the question presented, we decline to take it up. 
. . . Whether, if the issue were squarely presented to us, we would reach a different conclusion than did 

the Federal Circuit is not a question we need decide today." 
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edged the existence of the Doctrine." In 1814, Justice Story, a leading intellectual 
property scholar at the time, subscribed to the Doctrine, finding that "mere colorable 
differences, or slight improvements, cannot shake the right of the original inventor".12 
In 1817 Justice Bushrod Washington came up with the "triple-identity-test" (also 
known as "function-way-result-test") to determine the substantiality of the differ- 
ences between a patented product and the allegedly infringing device.13 Thereafter, the 
United States Supreqe Court has issued a number of opinions in which it subscribed 
to the Doctrine, starting with its Winans-decision of 1853 and ending, for the time 
being, with Graver Tank of 1950.14 In Graver Tank the Supreme Court essentially found 
that the Doctrine of Equivalence is a necessity if the inventor is not to be placed at the 
mercy of verbalism and if substance is to prevail over form in patent matters.15 

However, the strong division among the Federal Circuit judges pertaining to the 
scope of the Doctrine, illustrates that it is relatively easy to subscribe to the Doctrine of 
Equivalence as such, but that the real problem is to define and justify its scope. There, 
a judge can choose from a large spectrum of possibilities, varying from rather strict to 
very liberal. This is exactly the problem that the various European jurisdictions have to 
tackle in their quest to find a "common ground under Article 69 of the European 
Patent Convention. It is for that reason that Hilton Davis may have something to offer 
to the European patent community. 

Criticism on the doctrine of equivalence 

The Doctrine of Equivalence has been critically reviewed in the past, among others in 
the dissenting opinions of Justice Black and Justice Douglas in the Graver Tank decision 

" In the early years of the U.S. Supreme Court, the Justices only met each year for a brief period to 
conduct the matters of the Supreme Court. For the remainder of the time they acted as appellate judges 
on one of the U.S. Circuit Courts of Appeals, which usually did not hold court in just one place, but 
in a member of places within their jurisdiction ("riding Circuit"). 

l2 See the Federal Circuit in Hilton Davis: "Sitting as Circuit Justice, Justice Story, the leading 
intellectual property scholar of that era, stated: Mere colorable differences, or slight improvements, 
cannot shake the right of the original inventor. Odiorne v. Winkley, 18 F. Cas. 581, 582 (C.C.D. Mass. 
1814) (No. 10,432) (Story, C.J.)." 

l3 Federal Circuit in Hilton Davis (62 F.3d 1512 (CA Fed. 1995): "In applying the doctrine of 
equivalents, it is often enough to assess whether the claimed and accused products or processes 
include substantially the same function, way, and result. Courts recognized this principle as early as 
1817, when Justice Bushrod Washington, riding circuit, instructed a jury that '[wlhere the [claimed and 
accused] machines are substantially the same, and operate in the same manner, to produce the same 
result, they must be in principle the same.' Gray v. James, 10 F. Cas. 1015, 1016 (C.C.D. Pa. 1817) (No. 
5,718)." 

l4 Winans v. Denmead, 56 U.S. (15 How.) 330,343 (1854) en Graver Tank & Mfg. Co. v. Linde Air Prods. 
Co., 339 U.S. 605 (1950). See, for instance: McConnick v. Talcott, 61 U.S. (20 How.) 402,405 (1858); Small 
v. Jones, 91 U.S. 171,184 (1875); Machine Co. v. Murphy, 97 U.S. 120,125 (1877); Duff v. Sterling Pump Co., 
107 U.S. 636, 639 (1883); Singer Mfg. Co. v. Cramer, 192 U.S. 265, 286 (1904); Sanitary Refrigerator Co. v. 
Winters, 280 U.S. 30, 41-42 (1929) and the case law referred to in Graver Tank. 

l5 See: Toshiko Takenaka, "Interpreting Patent Claims: The United States, Germany and Japan" 
(1995) 17 I.I.C. 13. See also the Federal Circuit in Hilton Davis on G r a m  Tank. In explaining the basis for 
the doctrine, the Supreme Court observed that limiting enforcement of exclusive patent rights to literal 
infringement "would place the inventor at the mercy of verbalism and would be subordinating 
substance to form." Graver Tank, 399 U.S. at 607. Such a limitation, the Court reasoned, might even 
encourage infringers "to make unimportant and insubstantial changes and substitutions in the patent 
which, though adding nothing, would be enough. . . [to evade] the reach of law." 
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of 1950. Neither of these two distinguished members of the Supreme Cam% rejeded the 
Doctrine of Equivalence, but they criticised the scope of its application, which they 
thought to be too broad. In particular Justice Black did emphasise that patent law 
creates a limited exemption to the general principle of the freedom to compete. As a 
consequence, all that is not expressly claimed should be free for others to use.16 He 
stressed that expanding the scope of protection outside the language of the claims is 
unjust towards third parties. In this context he referred to the earlier decision of the 
Supreme Court in White v. Dunbar, where the Court, for that reason, had said that one 
should not treat a claim as "a nose of wax which may be turned and twisted in any 
direction, by merely referring to the specification, so as to make it include something 
more than, or something different from, what its words express".17 In Justice Black's 
judgement the language of the claims had been expanded too much in Graver Tank, also 
because of the possibility-as it exists in the United States-to have a patent reissued 
by the Patent Office, which makes it possible to correct claim language that turns out 
to be somewhat unfortunate. 

The dissenting opinions of the Federal Circuit in Hilton Davis also specifically 
addressed the difficulty of keeping the Doctrine of Equivalence within proper bounda- 
ries. For example, Judge Plager argued in his dissent that applying the Doctrine often 
means that the owner of a patent gets protection for what is obviously outside the 
scope of the claims. The test for the application of the Doctrine is not much more than 
a formulaic chant-function, way, result-which provides little in terms of specific 

l6 Justice Black dissenting opinion Graver Tank: "A host of prior cases, to some of which I have 
referred, have treated the 17-year monopoly authorized by valid patents as a narrow exception to our 
competitive enterprise system. For that reason, they have emphasized the importance of leaving 
businessmen free to utilize all knowledge not preempted by the precise language of a patent claim. e.g. 
Sontag Stores Co. v. Nut Co., 310 U.S. 281, and cases there cited. In the Sontag case Justice McReynolds 
speaking for a unanimous Court, said in part: 'In the case under consideration the patentee might have 
included in the application for the original patent, claims broad enough to embrace petitioner's 
accused machine, but did not.' [339 U.S. 605,6181. This gave the public to understand 'that whatever 
was not claimed' did not come within his patent and might rightfully be made by anyone." ibid. at 
293." -. - ~ 

l7 Justice Black: R.S. 4888, as amended, 35 U.S.C. 33, provides that an applicant "shall particularly 
point out and distinctly claim the part, improvement, or combination, which he claims as his invention 
or discovery." We have held in this very case that this statute precludes invoking the specifications to 
alter a claim free from ambiguous language, since "it is the claim which measures the grant [339 U.S. 
605, 6141 to the patentee." 2 Graver Mfg. Co. v. Linde Co., 336 U.S. 271, 277. What is not specifically 
claimed is dedicated to the public. See, e.g., Miller v. Brass Co., 104 U.S. 350, 352. For the function of 
claims under R.S. 4888, as we have frequently reiterated, is to exclude from the patent monopoly field 
all that is not specifically claimed, whatever may appear in the specifications. See, e.g. Marconi Wireless 
Co. v. United States, 320 U.S. 1, 23, and cases there cited. Today the Court tacitly rejects those cases. It 
departs from the underlying principle which, as the Court pointed out in White v. Dunbar, 119 U.S. 47, 
51, forbids treating a patent claim "like a nose of wax which may be turned and twisted in any 
direction, by merely referring to the specification, so as to make it include something more than, or 
something different from, what its words express. [ . . . 1 The claim $ a statutory requirement, 
prescribed for the very purpose of making the patentee define precisely what his invention is; and it 
is unjust to the public, as well as an evasion of the law, to construe it in a manner different from the 
plain import of its terms." Giving this patentee the benefit of a grant that it did not precisely claim is 
no less "unjust to the public" and no less an evasion of R.S. 4888 merely because done in the name .of 
the "doctrine of equivalents." 
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guidance.18 There are indeed no strong criteria for setting the outside boundaries of the 
Doctrine of Equivalence, whose lack of clarity is indeed contrary to the public interest 
that requires reasonably clear lines of demarcation between what is protected by a 
patent and what is in the public domain. 

All Elements Rule 

The Supreme Court was receptive to these concerns of the dissenters in the Federal 
Circuit -and, for that reason, adhered to the "all elements rule" that was also advocated 
by-the 1ateJudge Nies of the Federal Circuit in her dissenting opinion to Hilton 
Davis. Judge Nies underscored that the application of the Doctrine should not result in 
a scope of protection being granted that is broader than the claims as authorised by the 
Patent Office. She indicated that this will not be the case if-in case an invention 
consists of a combination of a number of elements-the test is not whether the product 
or process as a whole is equivalent to what is described in the claim, but whether 
equivalency exists with regard to each individual element thereof. The Supreme Court 
argued that this approach does justice to the weight that should be given to each 
element of a claim and that, for the same reason, an element of the claim should not be 
eliminated. 

The "all elements rule" as such is not new. It was already established in an earlier 
decision of the Federal Circuit. The Supreme Court's decision in Graver Tank of 1950 
had left open whether equivalency was required for the invention taken as a whole or 
with regard to each individual element. In 1987 a small majority of the Federal Circuit 
en banc subscribed to the "all element rule" in Pennwalt.19 In subsequent cases, it was 
dependent upon the composition of the panel whether or not the Federal Circuit would 
actually apply the "all elements rule".20 This reluctant introduction of the "all elements 

Judge Plager, dissenting opinion Hilton Davis: "As a preliminary matter, it may be asked why the 
court needs to undertake this inquiry into the doctrine of equivalents at all. Is something broke that 
needs fixing? The short answer is yes. One problem is that, whatever role the doctrine of equivalents 
may have played in earlier times-and while that is not immaterial it is largely irrelevant-today the 
doctrine is regularly used by patentees to seek greater coverage for their patents than the patent statute 
grants. Their demands are presented to a jury which is told to decide the issue based on a formulaic 
chant-function, way, result-which, as Judge Lourie so aptly describes in his dissent, provides little 
in the way of guidance, and in some cases may be of no persuasive significance at all. . . . Claiming 
practice today serves a purpose which the earlier practice did not, namely providing competitors with 
notice of the precise invention that they may not make, use, or sell. . . . In short, though the opinions 
we write, with their routine recitations of our standard of review followed by the inevitable citations, 
may tend to obscure the reality, the reality is that the doctrine of equivalents is a virtually uncontrolled 
and unreviewable license to juries to find infringement if they so choose. And this is done largely 
without regard to and independent of the express limitations of the patent claims, which may have 
brought about their allowance by the Patent and Trademark Office (PTO) in the first place. . . . The 
obligation on the inventor to particularly point out and distinctly claim what the applicant regards as 
his invention, discussed below, the legitimate practice of competitive designing around, and the 
opportunities given to the public to benefit from the mandatory disclosures required of the patentee, 
all are thrown into disarray by this unpredictable aspect of current patent litigation." 

l9 Pennwalt COT. v. Durand-Wayland, 833 F.2d 931 (Fed. Cir. 1987) (en banc). See also: Takenaka (1995), 
pp. 19, 119. 

20 See Judge Newman in Malta v. Schulmerich-Carrilons, Inc., 959 F.2d 993 (Fed. Cir. 1992) (dissenting 
opinion), (cert. denied), 112 St.Ct. 2942 (1992); Colm P. MacKeman and Richard H. Stem, "A Major 
Change in the Doctrine of Equivalence or a Damp Squib? Warner-Jenkinson v. Hilton Davis", [I9971 
E.I.P.R. 375. 
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rules" by the Federal Circuit in Pennwalt has now been promoted by the United States 
Supreme Court in Hilton Davis to be "the law of the land .  

The invention of Hilton Davis, as described in U.S. Patent 4,560,746 of 1985 deals with 
a purification process of dye, where the improvement over the prior art is in "subject- 
ing an aqueous solution ( .  . . ) to ultrafiltration through a membrane having a nominal 
pore diameter of 5-15 Angstroms under a hydrostatic pressure of approximately 200 to 
400 p.s.i.g., at a pH from approximately 6.0 to 9.0 ( . . . )". In 1986 Warner-Jenkinson, 
unfamiliar with the invention of Hilton Davis, developed a similar process that used a 
pressure of 200 to 500 p.s.i.g. at a pH of 5.0. The phrase "at a pH approximately 6.0 to 
9 . 0  was used in the claims to distinguish the invention from an earlier patent, where 
a similar method was described using a pH above 9.0. It was unclear, however, why the 
claim also referred to a pH of 6.0 as a lowest level. 

As a consequence of the "all elements rule" this lowest level as set forth in the claim 
cannot be ignored, so that it needed to be established that a pH of 5.0 is equivalent to 
a pH of approximately 6.0. Since the Federal Circuit had not expressly ruled on that 
subject, the Supreme Court reversed and remanded for further proceedings on this 
issue. In the meantime the Federal Circuit has ruled on the subject in its decision of 
June 13, 1997 finding that there was substantial evidence to support the jury's verdict 
of equivalen~e.~' This revision by the Federal Circuit of the 'black box" jury verdict 
was by its nature only marginal. 

Prosecution history estoppel 

Application of the Doctrine of Equivalency may also conflict with subject matter that 
the patentee expressly gave up in the course of the patent prosecution. If the patentee 
limited the text of the claim during the application process, it would of course be unjust 
if he would be able to reclaim that lost terrain under the Doctrine of Equivalence. The 
Supreme Court acknowledged this doctrine--known as "prosecution history estoppel" 
or "file wrapper estoppel"-as did the Federal Circuit. The Federal Circuit had found 
that a pH at 6.0 was not introduced in the claim to circumvent a problem caused by the 
prior art or to otherwise give up possible pro tec t i~n .~~ Warner-Jenkinson argued that 
the reason for a particular limitation of the claim is immaterial, so that any narrowing 
of the claim should necessarily result in a more limited scope of protection. 

Z' Hilton Davis Chern. Co. v. Warner-Jenkinson Co., No. 93-1088 (June 13, 1997). (http:// 
www.law.emory. edu/ fedcircuit/ june97/93-10880.html). Before Archer, Rich, Cowen, Newman, 
Mayer, Michel, Plager, Lourie, Clevenger, Rader, Schall, and Bryson (per curium). The Federal Circuit 
reconsidered the pH equivalence issue in light of the Supreme Court's guidance, finding that there was 
"substantial record evidence to support the jurfs verdict of equivalence. . . that one of ordinary skill 
in the art would know that performing ultrafiltration at a pH of 5.0 will allow the membrane to 
perfom substantially the same function is substantially the same way to reach substantially the same 
result as performing ultrafiltration at 6.0." Holding that the claim limitation was not vitiated by a 
finding of equivalence, the Federal Circuit reaffirmed its prior decision that a pH of 5.0 is equivalent 
to a pH of "approximately 6.0" in the context of the claimed process (assuming that this finding is 
supported by the district court's future ruling on prosecution history estoppel). 

"Federal Circuit: "Nor does prosecution history estoppel preclude application of the doctrine of 
equivalents in this case. "Whenever prosecution history estoppel is invoked as a limitation to 
infringement under the doctrine of equivalents, 'a close examination must be made as to, not only 
what was surrendered, but also the reason for such a surrender.' " Insta-Foam Prods., Inc. v. Universal 
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The Supreme Court considered that earlier case law on "prosecution history estop- 
pel" primarily dealt with situations where a limitation was brought into the claims to 
circumvent problematic prior art that stood in the way of the patent being granted. 
Therefore, the reason for the limitation was always at issue in those cases. The "amicus 
brief" filed by the United Patent and Trademark Office with the Supreme Court did 
indicate that there can be numerous reasons for amending a claim, so that a change in 
the text does not necessarily imply that the scope of the claim was meant to be 
limited. 

In this particular case, it was unclear why the low level of a pH at approximately 6.0 
was introduced in the claim. The Supreme Court found that it is reasonable (a) to put 
the burden of proof as to the reason for a certain change on the patent holder and (b) to 
assume that there was a substantial reason related to patentability for including a 
limiting element in a claim, if no explanation can be given. In that case "prosecution 
history estoppel" will stand in the way of applying the Doctrine of Equivalence. 

This approach clearly places a risk with the patent holder, who-probably more than 
beforehas to ask himself whether a particular change in the language of the claims 
may result in a more limited scope of protection. Thus, substantial weight is given to 
a careful drafting of the claims and a persistent defence of the required claim language 
vis-a-vis the examiner. If one bears in mind that patents do form an exception to "the 
freedom to compete" and the "freedom of technol~gy"~~ and that therefore the interests 
of the public and/or (possible) competitors should be held "in high regard, this 
approach seems justified to me. 

The Supreme Court also considered that it is not up to a court in an infringement suit 
to investigate whether the grounds for a particular amendment of a claim were sound 
or not. Implied in the division of powers in the patent system is that a court has to take 
the end result of the patent application process as its point of departure. 

The other side of this coin is that the position of the applicant (and his counsel) has 
not been made easier. This may result in debates with the examiner becoming more 
rigid because the applicant may be more inclined to try to stick to the (probably broad) 
language used in the first draft of the claim in the original application. Ginsburg J. also 
addressed such concerns in her concurring opinion by advocating leniency towards 
claims that were issued pre-Hilton Davis, since the patentee had no notice at the time 
of the patent prosecution that these presumptions would apply. Such a patentee may 
have been somewhat relaxed, consenting to a particular amendment of the claim 
languagehoping that such might ease the granting of the patent-but not (fully) 
anticipating that it might haunt him in this (severe) manner. Such carelessness-which 
probably was never really justified-should certainly'be a thing of the past after Hilton 
Davis. 

Foam Sys., Inc., 906 F.2d 698,703,15 USPQ 2d 1295,1298 (Fed. Cir. 1990) (Quoting Bnyer AG v. Duphar 
Int'l Research B.V., 738 F.2d 1237,1243,222 USPQ 649,653 (Fed. Cir. 1984)). The inventors amended the 
746 claims to recite "a pH from approximately 6.0 to 9.0" to avoid the disclosure in the Booth patent 
of an ultrafiltration process operating at a pH higher than 9. This amendment surrendered pHs above 
9, but does not bar Hilton Davis from asserting equivalency to processes such as Warner-Jenkinson's 
operating sometimes at a pH below 6." See also: Takaneka (1995) pp. 103, 134. 

23 See: Van Engelen, Prestntiebescherming en ongeschreven intellectuele eigendomsrechten (Misappropria- 
tion and common law intellectual property rights) (Kluwer, Deventer, 1994) at pp. 198 (et seq.) and at 
p. 451. 
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Intent of the defendant irrelevant 

In Graver Tank the Supreme Court had argued that one of the goals of the Doctrine of 
Equivalence was to stop the "unscrupulous copyist" and acts of piracy. However, this 
does not imply that the Doctrine is only available in case of "intent" by the infringer. 
Referring to Winans v. Denmead of 1854 and Machine Co. v. Murphy of 1878, the Supreme 
Court ruled in Hilton Davis that finding infringement under the Doctrine of Equiva- 
lence is essentially the same as determining what is identical to the patent, since 
equivalency requires that the differences are in~ubstantial.'~ Therefore, the Supreme 
Court found that just as intent is irrelevant in case of a literal infringement, intent does 
not play a role under the Doctrine of Equivalence. 

Designing around versus intentional copying? 

In Hilton Davis'the Federal Circuit had found, while referring to Graver Tank, that 
intentional copying raised an inference of insubstantial differences while intentionally 
"designing around raised an inference of the opposite. The Supreme Court argued 
that this explanation 'leaves much to be desired', for instance, because it is unclear how 
one can ever distinguish between "the intentional copyist" and the "incremental 
innovator designing around the claims". Nevertheless, the Supreme Court did attribute 
some meaning to the fact whether independent experimentation has taken place. It 
argued that the need for independent experimentation could reflect the lack of 
knowledge by one presumably skilled in the art as to the interchangeability of the 
allegedly infringing device and what is described in the claims and thus about the 
substantiality of the differences. The Court's finding seems to contain some reserva- 
tions in this regard. It seems to me that the reasons for, and the scope and nature of, any 
such experimentation can differ so dramatically that one should probably only see it as 
one of many circumstances that can be taken into consideration to determine whether 
or not the differences are substantial, without awarding any special status thereto. 

Interchangeability in the eyes of one skilled in the art at the time of infringement 

The Doctrine of Equivalency conflicts with the principle that competitors can educate 
themselves about the existence and scope of the rights of the patent holder and can thus 
develop or amend their policy. As Justice Black rightfully argued in his dissent in 
Graver Tank, any protection granted outside the scope of what is specifically claimed 
leads to uncertainty for third parties and deviates from the principle that what is not 
specifically claimed should be in the public domainz5 However, uncertainty is a given 

24 Supreme Court: "Machine Co. v. Murphy, 97 U.S. 120, 125 (1878), on which Graver Tank also relied, 
offers a similarly intent-neutral view of the doctrine of equivalents: '[Tlhe substantial equivalent of a 
thing, in the sense of the patent law, is the same as the thing itself; so that if two devices do the same 
work in substantially the same way, and accomplish substantially the same result, they are the same, 
even though they differ in name, form, or shape.' If the essential predicate of the doctrine of 
equivalents is the notion of identity between a patented invention and its equivalent, there is no basis 
for treating an infringing equivalent any differently than a device that infringes the express terms of 
the patent. Application of the doctrine of equivalents, therefore, is akin to determining literal 
infringement, and neither requires proof of intent." 

25 See n. 16, above. 
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in all legal exercises, so that we should not be too dramatic in this regard. However, it 
is certainly something to appreciate if we can find an objective standard and thus 
diminish the degree of uncertainty that may exist. The Supreme Court did find such an 
objective standard in "a skilled practitioner's knowledge of the interchangeability 
between claimed and accused elements". This perspective of a skilled practitioner does 
not only provide content to the concept of "equivalence" but at the same time provides 
its limits, according to the Supreme Court. 

On the basis of that 'finding, that Supreme Court saw no difficulty in determining 
that the Doctrine of Equivalent encompasses everything that is interchangeable in the 
eyes of one presumably skilled in the art at the time of the alleged infringement. The 
Supreme Court found no reason to limit the scope of the Doctrine to what is known to 
be interchangeable at the time of the grant of the patent or to what is actually disclosed 
in the patent itself. 

Taking the "time of the infringement" to measure knowledge of interchangeability 
seems questionable to me. If one wants to subscribe to the noticefunction of a patent 
it seems more reasonable to refer to what is known at the time of the patent being 
granted or the time at which the alleged infringer has (or should have) checked the 
patent register.26 However, the actual implications of these nuances are probably too 
subtle to have any practical  consequence^.^^ It is probably more relevant to note that 
this approach by the Supreme Court does allow for a scope of protection, which is 
substantially broader than one could anticipate at the time that the application was 
evaluated or at the time that the patent was granted. 

Triple identity (function-way-result) versus insubstantial differences? 

After having set the stage in this manner, the question the Supreme Court still had to 
answer was what the "linguistic framework for determining equivalence should be. 
As already mentioned, in 1817 United States Supreme Court Justice, Bushrod Wash- 
ington-as a judge in a trial court-applied the so-called "triple-identity-test": is there 
in essence the same function, way and result?2B In 1950 the United States Supreme 
Court also applied the same test in Graver Tank. 

In Hilton Davis the Federal Circuit had found that the "function-way-result-test" was 
not the (sole) test for finding equivalence and that Graver Tank also did not support such 
an approach. The Federal Circuit found that the "triple-identity-test" had primarily 
been developed in an age of relatively simple mechanical technology, where-in 
general-it has served its purpose and went on to argue that this test can no longer 

26See for instance Pieroen, "Beschemingsomvang van octrooien in Nederland, Duitsland en 
Engeland" (Leiden, 1988), pp. 317, 568; John Beton, "Are International Standards for Patent Claim 
Interpretation Possible?" [I9941 E.I.P.R. 278. 

27 See Pieroen (19881, p. 317. 
2s See the Federal Circuit in Hilton Davis (62 F.3d 1512 (CA Fed. 1995): "In applying the doctrine of 

equivalents, it is often enough to assess whether the claimed and accused products or processes 
include substantially the same function, way, and result. Courts recognized this principle as early as 
1817, when Justice Bushrod Washington, riding circuit, instructed a jury that '[wlhere the [claimed and 
accused] machines are substantially the same, and operate in the same manner, to produce the same 
result, they must be in principle the same.' Gray v. James, 10 F. Cas. 1015, 1016 (C.C.D. Pa. 1817) (No. 
5,718)." 

119981 I.P.Q.: No. 2 O SWEET & MAXWELL LTD AND CONTRIBUTORS 1998 



160 Equivalence in Warner Jenkinson v. Hilton Davis: An Inspiration for Europe? 

suffice where technology becomes more and more complex. That court then did rule 
that it should be decisive whether the differences between the patented and the 
allegedly infringing device are substantial ("substantial-differences-test"). In particular 
Judge Lourie in his dissent was critical of the "function-way-result-test" ("FWR") and 
argued that it was insufficient. In particular in the field of chemistry, it may be wrong 
to deem a particular function to be relevant, while the claim is limited to a certain 
structure of a chemical compound. Substantially different-and separately patenta- 
ble-structures can perform the same function in the same way, while there is no 
justification for finding infringement under the Doctrine of Equivalence, as Judge 
Lourie argued.29 

In all the opinions of the Federal Circuit a lot of attention had been given to the issue 
as to whether the "function-way-result-test" or the "insubstantial-differences-test" 
would be better. The United States Supreme Court also did find that the "function-way- 
result-test" may not provide the best means to determine equivalency in case of 
non-mechanical inventions. However, the "insubstantial-differences-test" does seem to 
provide little in terms of specific guidance as to what kind of differences should be 
considered to be substantial or insubstantial. In effect, one shifts the problem from 
having to define equivalence to having to define what is substantial. 

The Supreme Court did not come up with a definition of "insubstantial" and referred 
this subject to the Federal Circuit to be further dealt with and developed on a case by 
case basis. The Supreme Court saw no purpose in micro managing the Federal Circuit's 
particular word choice for analysing equivalence and left such refinement to that 

29 Dissenting opinion Judge Lourie in Hilton Davis: "One of the reasons why the courts have 
exhibited so much confusion over the DOE is the near exclusive focus on FWR, and the fact that the 
meaning of the word 'way' is so obscure. The substantiality of the differences between a patented and 
an accused device has often been ignored or subsumed under the 'way' component. Unfortunately, 
however, the 'way' component is often satisfied when the substantiality criterion is not. Devices that 
perform the same function to achieve the same result in the same way may be very different. The result 
is that devices which should not be accorded the benefit of the DOE because of the substantiality of 
their differences from what is claimed can be improperly considered to be equivalent if only FWR are 
considered. The field of chemistry is one in which this problem may often arise. Ironically, Graver Tank, 
the case that is our template, is a chemical case. Manganese silicate, the material substituted for 
magnesium silicate, is obviously a chemical, and the relationship between manganese and magnesium 
does not raise questions of chemistry. However, the claims in that case are to a composition, more like 
those for a mechanical invention, in which one component is substituted for another. Thus, the 
function and result of that substitution, and even the way in which the questioned component 
operates, were able to be readily evaluated. However, much of today's chemical research, and hence 
invention, consists of new chemical compounds defined by structure, and having a variety of chemical 
substituents, or structural pieces. New chemical compounds differ structurally from old compounds 
(that is what makes them new) and yet they may perform the same function (have the same use), 
provide the same result, and do so in the same way. The fact that they do so in the same way does not 
make them substantially the same in the way they are defined, i.e., by structure. I emphasised this 
point in my concurring opinion in Genetech, Inc. v.  Wellcome Foundation, 29 F.3d 1555,31 USFQ2d 1161 
(Fed. Cir. 1994), in which I pointed out that a protein containing 446 amino acids could not reasonably 
be held to infringe a claim to a material with 527 amino acids. The difference between the materials is 
enormous, irrespective of FWR. One can aIso consider the exampIe of the well-known analgesics 
aspirin and ibuprofen. These compounds have the same function (to provide analgesia, anti-inflamma- 
tory activity, and lower temperature), do so in the same way (by inhibiting prostaglandin synthesis), 
and give the same results (kill pain, relieve inflammation, and lower fever). Yet, they have different 
structures, which makes them different compounds, and no knowledgeable person would consider 
that a claim to aspirin would be infringed by the sale of ibuprofen." 
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court's judgment in this area of its special expertise. In essence, this judgment of the 
Supreme Court is in line with the approach taken in the majority opinion of the Federal 
Circuit and demonstrates a sense of reality. If the 150 years existence of the Doctrine of 
Equivalence has not resulted in a satisfactory and easily applicable "linguistic frame- 
work ,  one should not have high hopes from an uninspired, forced effort. With this 
approach, the Supreme Court also followed the direction set in Graver Tank, where the 
court had found that equivalence should not be "the prisoner of a formula".30 

The Supreme'Court underscored that more important than the "linguistic frame- 
work  is whether the test is probative of the essential inquiry, which is whether the 
accused product or process contains elements that are identical or equivalent to each 
claimed element of the patented invention. The Supreme Court therefore primarily relies 
on the "all elements rule" for keeping the Doctrine of Equivalence within proper 
boundaries. 

Conclusions 

From a Netherlands, i.e. European, perspective, a number of issues seem to be of 
particular relevance. 

First, the opinions of the United States Supreme Court and the Federal Circuit with 
regard to the foundation of the Doctrine of Equivalents and its scope, do seem to lend 
themselves for application in a Netherlands or European setting. The principles behind 

30 See on this subject the Federal Circuit in Hilton Davis: "The function-way-result test often suffices 
to assess equivalency because similarity of function, way, and result leaves little room for doubt that 
only insubstantial differences distinguish the accused product or process from the claims. But 
evaluation of function, way, and result does not necessarily end the inquiry. Indeed, the Supreme 
Court explained that the function-way-result test arose in an era characterised by relatively simple 
mechanical technology." Graver Tank, 339 U.S. at 609 (reciting history of doctrine). As technology 
becomes more sophisticated, and the innovative process more complex, the function-way-result test 
may not invariably suffice to show the substantiality of the differences. Thus evidence beyond 
function, way, and result is also relevant to the dodrine of equivalents. In Graver Tank, the Supreme 
Court identified and relied on factors in addition to similarity of function, way, and result. The Court 
considered that persons reasonably skilled in the art knew that the manganese in the accused flux was 
interchangeable for the magnesium in the claimed flux. 339 U.S. at 609, 612. The Court also permitted 
the fact-finder to infer infringing "imitation" from the lack of evidence that the accused infringer 
independently developed its flux. (ibid. at 612.) The Supreme Court's reliance in Graver Tank on factors 
other than function, way, and result endorses consideration of all evidence relevant to the substantial- 
ity of the differences. Because "[elquivalence, in the patent law, is not the prisoner of a formula" (ibid. 
at 609) "the available relevant evidence may vary from case to case. When a trial record presents only 
evidence of function, way, and result, then application of the doctrine will necessarily rest on function, 
way and result alone. When a record presents other evidence relevant to the substantiality of the 
differences, however, the fact-finder must consider it. In either event, the vantage point of one of 
ordinary skill in the relevant art provides the perspective for assessing the substantiality of the 
differences." Valrnont, 983 F.2d at 1043. The test is objective, with proof of the substantiality of the 
differences resting on objective evidence rather than unexplained subjective conclusions, whether 
offered by an expert witness or otherwise. According to the Supreme Court, "[aln important factor" 
to be considered, quite apart from function, way, and result, "is whether persons reasonably skilled in 
the art would have known of the interchangeability of an ingredient not contained in the patent with 
one that was." Graver Tank, 339 U.S. at 609. The precedent of this court has also stressed the importance 
of evidence of known interchangeability to show infringement under the doctrine. See Corning Glass 
Works v .  Sumitorno Elec. U.S.A., Inc., 868 F.2d 1251, 1261,9 USPQ2d 1962, 1969 (Fed. Cir. 1989); Thomas 
B Betts Corp. v .  Litton Sys., Inc., 720 F.2d 1572, 1579, 220 USPQ 1, 6 (Fed. Cir. 19831." 
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the Doctrine and the weight given to the public interest and certainty for third parties 
are fully within the scope of the Protocol on the Interpretation of Article 69 of the EPC. 
This American case law on the Doctrine of Equivalence also seeks to determine a 
rightful balance between "a fair protection for the patentee" and "a reasonable 
certainty for thud parties". The protection granted by a patent is also not limited to 
"the strict, literal meaning of the wording used in the claims", and also clearly rejects 
a system in which "the claims only serve as a guideline". In short, this United States 
jurisprudence also wrestles with the same dilemmas and issues as the European 
jurisdiction that have to (indirectly) apply Article 69 EPC. All the more reason therefore 
to look upon these American precedents as "lessons learned.31 

In the United States, the Doctrine of Equivalents can rely upon a tradition that goes 
back to the beginning of the last century. What is noteworthy against this background 
is that in spite of all the debates about the actual scope of its application, the existence 
of the ~ o c t r i i e  as such is not disputed (neither by the United States Supreme Court, 
nor by the Federal Circuit Court of Appeals). 

It also seems of relevance that one does not regard the application of the Doctrine as 
something different from determining literal infringement. In Hilton Davis, the 
Supreme Court referred to Winans v. Denmead of 1854 and Machine Co. v. Murphy of 1878 
and the concept set forth in those opinions that "in the eyes of the patent law" the 
patented inventions and its equivalents are identical.32 

Determining equivalency is therefore not seen as an abstract exercise that allows for 
determining a scope of protection while paying little respect to the language of the 
claims. Equivalency does not mean that one abandons the language of the claims or 
that this language only functions as a guideline to determine the essence of the actual 

31 Takaneka (1995) draws a similar conclusion at p. 287. More restraint is advocated by John Beton, 
"Are International Standards for Patent Claim Interpretation Possible?" [I9941 E.I.P.R. 276, although it 
seems to me that his interp~tation of the American case law is too strict, i.e. Hilton Davis illustrates that 
the "function-way-result-test" is by no means the sole criterion that can be applied. 

32 U.S. Supreme Court in Hilton Davis: "In Winans v. Denmead, 15 How. 330,343 (1854), we described 
the doctrine of equivalents as growing out of a legally implied term in each patent claim that "the 
claim extends to the thing patented, however its form or proportions may be varied." Under that view, 
application of the Doctrine of Equivalence involves determining whether a particular accused product 
or process infringes upon the patent claim where the claim takes the form-half express, half 
implied--of "X and its equivalents." Machine Co. v. Murphy, 97 U.S. 120, 125 (1878), on which Graver 
Tank also relied, offers a similarly intent-neutral view of the doctrine of equivalents: "[Tlhe substantial 
equivalent of a thing, in the sense of the patent law, is the same as the thing itself; so that if two devices 
do the same work in substantially the same way, and accomplish substantially the same result, they are 
the same, even though they differ in name, form, or shape. If the essential predicate of the dochine of 
equivalents is the notion of identity between a patented invention and its equivalent, there is no basis 
for treating an infringing equivalent any differently than a device that infringes the express terms of 
the patent." See also the majority opinion of the Federal Circuit in Hilton Davis: "Instead the doctrine 
of equivalents provides the same protection to the substance of the claim scope provided by the 
doctrine of literal infringement. As explained in Graver Tank, when there are no substantial differences 
between the claimed and accused products or processes, 'they are the same' in the eyes of the patent 
law." Graver Tank, 339 U.S. at 608 (quoting Machine Co. v. Murphy, 97.U.S. at 125. "[ . . . ] In other words, 
equivalency, like exact copying, gives rise to infringement liability because it too is a relationship of 
identity, a proposition quite consistent with the requirement that the patent claim 'particularly points 
out' and thereby circumscribe the protected invention. See, e.g. William C. Robinson, The Law of Patents 
for Useful Inventions, para. 894 (1890) (discussing the identity theory underlying infringement by 
equivalents)." 
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invention, which is then to be seen as the starting point for determining equivalence. 
Instead, the language of the claims remains of paramount importance and provides 
clear boundaries to the scope of protection that can be granted under the Doctrine of 
Equivalence. 

This starting position leads to the principle that equivalence can only be found if all 
elements of the patented invention are applied ("all elements rule"). In addition, it 
results in the principle that where a limiting element is included in the claims, one is 
to presume that the patent office had a substantial reason to include that element, albeit 
that this presumption is subject to rebuttal.33 

All of this results in a scope of protection, which is rightfully broader than the literal 
meaning of the language of the claims. Nevertheless, it seems right to me that one has 
to keep close to the literal meaning of the claims (including all their elements and 
limitations) if one wants to do more than just pay lip service to "a reasonable degree of 
certainty for third parties". This scope of protection may be more limited than one 
would sometimes hope for, but it does seem fair that the holder of a patent has to live 
with the consequences of a claim, which is less than perfect. He has had a number of 
opportunities-with professional assistanceto make sure that the language of the 
claim would be as broad as rightfully possible. If one then keeps in mind that a patent 
constitutes an exception to the general principle of "freedom of te~hnologf"'~ these 
basic assumptions do seem to find a just balance between the interests of the patent 
owner and those of competitors that have to be able to rely-at least to some 
extent-n the language of the claims. 

It seems to me that this United States case law is right in sticking to the language of 
the claims as a point of departure and not taking the "essence of the patented 
invention" as a guideline to determine the scope of protection, as for instance the 
Netherlands Supreme Court still seems to advocate. The doctrine of the "essence of the 
patented invention" pays too little attention to the language of the claim and leads to 
a scope of protection that may bear little resemblance to the invention as described in 
the claims. This United States case law therefore supports those Netherlands scholars 
that have been critical of this Netherlands jurisprudence, being primarily Pieroen, who 
was in time supported by others like Brinkhof, Hamaker, Verkade and the Court of 
Appeals at The Hague.35 It seems to me that the Netherlands Supreme Court should 
abandon this school of thought instead of paying homage to it as it keeps doing in 
recent opinions, such as those in Meyn v. Stork, Ciba Geigy v. Ote' Optics and more 
recently in Stamicarbon v. Dow Chemic~l.~~ 

33 See also: Takenaka (19951, p. 294. 
34 See: Van Engelen, Prestatiebescherming en ongeschreven intellectuele eigendomsrechten (Zwolle, 1994), 

p. 198. 
35 Pieroen (1988); Brinkhof, "Is de leer van het wezen een anachronisme?'in: Noten bij noten (Zwolle, 

1990) p. 11, AA 1995, p. 513, case note Ciba Geigy v. Ott! Optics; Hof Den Haag, February 20,1990, BIE 
1992, p. 285 (Improver v. Beska); Hamaker, "De 'conclusies' en de 'beschermingsomvang' van het 
octrooi" (IER 19941, p. 161; Verkade, case note with the Ciba-Geigy judgment in NJ 1995, 391. 

36 Netherlands Supreme Court, January 27,1989, NJ 1989,506 (Meyn v. Stork); Netherlands Supreme 
Court, January 13,1995, NJ 1995, 291, m.nt. Verkade, AA 1995, p. 115, m.nt. Brinkhof, BIE 1995, nr. 85, 
p. 333, IIC 1997, p. 748, m.nt. Ruijsenaars (Ciba Geigy v. Ote Optics); Netherlands Supreme Court, 
September 5, 1997, RvdW, 1997 160c (Stamicarbon u. Dow Chemical). 
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This United States case law also- seems to provide support for the German case law, 
which teaches that the Doctrine of Equivalence stops where it is no longer clear to a 
skilled practitioner that the alleged equivalence is substantially the same as the 
invention described in the claims." Put differently, if an inventive step is required to 
see the interchangeability there is no room for equivalence: equivalence stops where a 
new invention takes off.38 This does rlpt mean to say, however, that an infringement by 
means of equivalence cannot occur in the case of a dependent patent: the situation 
where one does apply the patented invention (by means of equivalence), but at the 
same time has found a new, inventive construction or design.39 If the claims describe a 
wheel as a general concept, one may have a dependent (and infringing) patent on a 
wheel with a rubber tier, even under the Doctrine of Equivalence. 

In view of the above, it seems to me that Hilton Davis and the preceding case law of 
the United States Supreme Court and the Federal Circuit Court of Appeals do 
constitute good sources of inspiration for the development of patent law in Europe. Of 
course, this does not mean that one can look upon the Federal Circuit and the United 
States Supreme Court as informal appellate courts in the context of the European 
Patent Convention. It does mean, however, that it is of importance to follow the 
developments in the United States, perhaps more than before. Any extended form of 
harmonisation of patent laws can only be welcomed, since it results in more certainty 
for the global business community and thus serves the public good. 

37See: Takaneka, 1995, p. 18, p. 119, pp. 126-192. 
=See: ~undesgerichtshof(1995j 24 1.1 .~ .  261 (Zerlegvorrichtung f i r  Baumstamme). 
39 See: Bundesgerichtshof (1994) 23 I.I.C. 111  (Befestigungsvorrichtung In. 
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